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November 25, 2024
Dear S

Purswant to 37 C.F.R. § 1.350(c), Patent Owner OptiMorphax, Ine, (OptiMorphux”
or "Patent Owner™) requests a two (2) month extension of time to respond to the first Office
Action ("OA™y matled November 1, 2024, The extension is roguested 1o allow reasenable
fime to prepare an amendment andfor response, which rejects all but two clatms subject (o
reexamination on multiple combinations. The request s further based on circumstances as
the response is prepared and hmited avalability of personnel, mcluding an extraordinary
number of non-extendible filings counsel must file in other nuatfers in the holiday peried
feading up to the corrent Jannary 2 deadline.

The maxinnuy statutory period permitted for response ends May 1, 2025, 35 US.C
§ 133 MLP.ER. § 7T1002(h). The QA {at 1) sets a deadline of New Year's Day, rolling to

Thursday, January 2, 20285, which is two months from the (Mfice Action. The requested

deadline 18 Monday, Mareh 3, 20258 as March 1, 2023 is a Saturday, The present petition is

being filed with the fee specified under 37 CF.R. § L17{g).
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STATEMENT OF FACTS {(“SOF™}

On July 26, 2011, ULS. Patent No. 7,987 265 {the *"285 Patent”™ or "Patent-at-Issue™),
ssued with 16 claims, from an application filed on January 15, 2009 and a
provisional application 8(/948 917 filed on July 10, 2007,

The "285 patent, owned by Patent Owner, was formerly g subject of Ltigated charges

of patent infringement in federal court, as described below, See fnfra SOF § 3.

Patent Owner’s district court Htigations involving the 285 patent have all been
dismissed with one exception. On September 27, 2023, Patent Ownoer {iled a tederal
district coart litigation matier against, fder alia, Alphabet, Inc. for inlringing
fourteon patents; on October 23, 2023, Patent Owner filed a federal district court
litigation matter against, nfer olic, Amazon.com, Inc. for infringing twelve patonts;
on November 2, 2023, Patent Owner filed g foderal distriet court litigation matier
against Cisco Systems, Inc. for infringing nine patents; on December 20, 2023,
Patent Owner filed a federal distriet conrt Hitigation matter against Microsoft
Corporation for mnftinging ten patents; on Ogtober 11, 2024, Patent Owner filed a
federal district court hitigation matter against, fifer alia, Brightcove Ince. for
infringing eleven patents. Lach of these matters mvolved the 7285 patent and each,
with the exception of the matter filed October 11, 2024, bave since been dismissed,

On May 24, 2024, the 34-page request for reexamination in the instant ex parfe
regxamimation was filed (the total length of the filed document being 180 pages),
requesting reexamination of the "28S Patent claims 1, 6, 9-11, 14, and 1§
{*Request™), and the matter was assigned Contrel No. 907019523,

On July 3, 2024, reexammation was ordered as o the 7 challenged claims,

On November |, 2024 the Examiner fssued a Non-Final Office Action rejecting the
7 challenged clatms {SOF 94), addressing four references raised in the Request as
well as the declaration of Dr. Kavam submitied therewith. The OA enters non-final
anticipation and obvionsness rejections for claims 9, 10, and 15 based on one
reference {anticipation) and one combination (obviousness), and claims 1, 6, 11, and
14 based on another reference {anticipation). The references used for anticipation
mchude var Beek and Yane, while the references used for obviousness inchude Ursadz
mn view of combinations of Gupda, further citing testimony in the Karam declaration.

fatent Owner's counsel was retamed in this case shortly prior to the Request due to
related reexamisation matters and 8 working with a techical subject matter expert.

Patent Ohwier’s counsel have their sole effice at Santa Montea, California.
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DISCUSSION

Extensions of time to respond to an action in reexamination may be granted on a
showing of “sofficient cause.”™ 37 CFR. §L.550(cy MUPEE. § 2265, In this determination,
the Oftice balances the requirement to conduct proceedings with special dispateh with “the
desire 1o provide the pateat owner with a fair opportunity to respond.”™ MUPEP. § 2265,

Patent Owner respectiolly requests an extension of time of two months o respond to
the first Office Action i view of the nature, guantity and complexity of issucs raised by the
Action (SO € 6), the timing of counsel’s retontion with respeet to this case (SOF § 7). the
voluminous relevant prior proceedings involving challenges and other interpretation of the
patent rights challenged in this case (SOF P 3, 6), the falling of the current due date exactly
on the conclusion of the extended holiday period, and exactly oo the same due date ag
another reexamination, and the extracrdinary number of other, non-extendible filings in that
holiday period in other cases which counsel must prepare and file. Despite diligent effort
since the Office Action, it 1s alveady appax‘em that additional e is needed to prepare a
response. Patent Owner respectfully specifies that given these circunstances and the course
of the present reexamination 1o date, a reasonable pertod of extension is two (2} months,

Patent Owner notes that pg prior exiension of time has been requested or granted.

L There Is Safficient Canse For Granting An Extension.

RE I S

This is “a first request for an extension of time” “in third party regoesied ex parte

reexamination,” MUPEP. § 2265(V1). That provision states in pertinent part;

[Tin third party reqoested ex parte reexaminations, ¢ first request for an
extenslon of time will generally be granted i a sufficient cause is shown, and
for a reasonable time specihed | | ., The reasons stated in the request will be
evaluated by the CRLY SPRS or TC Director, and the requests will be
favorably considered where there 8 a factual accounting of reasonably
diligent behavior by all those responsible for preparing @ response within the
statufory time period.

Because no prior extension has been regoested, no extraordinary situation need be shown for
the present first reguest for extension to be granted. &4 The situation 1 amply supportive of
an extension. For the reasons stated below, it ix respectfully submitied that the present first

request for an extension of thme should be granted.



a.  Availabilite OF Connsel Is Limited,

The avatlability of Patent Owner's connsel 1s unavoidably circumseribed in the
current response period as well as the months following,

Patent Owner’s counsel has been and will continue to be heavily engaged on
numerous concurrent matters, inchuding invelvement in multiple pending infer partes
reviews before the PTAR, ex parde reexaminations, reissue applications and reissue
continuation applications, and appeal proceedings betore the Office’s reviewing Court.
Most of these matters cannot be extended except by order of the relevant tribunal or with
opposing parties” consent and present major filing deadlines that fall during, or closely
follow, the period between this request and the current deadbine of January 2, 2025 1o
respond to the Office Action.

For example, as to other cases, counsel must prepare and file two PR responses on
Decernber 11, 2024 (IPR2024-01252/3), a response {0 reexamination office action on
Decensber 23, 2024 (two days before Clristimas) (9070194153, an IPR response on January
§, 2025 (IPR2024-00707), and a response to reexamination oifice action on Yannary 23,
2024 (90019 43R).

Lastly and perhaps most significantly, on the very same day as the current January 2
duoe date in this case, counsel has doe a response (o an office action i another reexamination
{(019,264).

These activities, in the circumstances, creste g need for the wdtension reguested here,

b Consel Need Addisional Time To Analyze The Patent Related Porends, The
et dnd The Office dction, dad Conduct An faterview,

Patent Owner's counsel have been ditigently analyzing the patent, raferences,
testimony submitted and relied upon, and Office Action, The Office Action, rejecting seven
wsved claims ou two anticipation reforences and one obvionsuess combination, and the
request papers on which it is based are of significant length and complexity and raise an
anusual number of tssues, Significantly:

- the (0A 18 12 pages, but the references on which it relies are 121 pages and the
7 pages, SOF %6,

- the Reguest itsell is 34 pages, but the full length of'the Reguest document is 180

Karam Declaration on which it relies 18 3

pages. SOF 44,



- the Reguest relies on six references, four of which the OA addressed, aswell as a
declaration, together amounting to 169 pages. Regquest, BExs, 1003, 1004, 1003,
Hie, 1007, 101, 1012: OA 3.
These docoments thus reflect a large number of fssues that most be analyred.
Furthermore, Patont Owner presently expects o request an Examiner syerview to

discoss the rejections, potentially amendments, and developments in related proceedings.

[

Patent Owner and counsel will need sulficient time to prepare for this mterview.
The nocessity of an extension to accommodate the timeline above is further heightened
due o the sharply linited availability of counsel, as discussed above.

o ddditional Time Ix Required To Fnswre Appraisad OF Prior And Concrrrent
Litigation derivities Under 37 CER, S L3063 1q).

The effort required for appratsal of prior proveedings i this case is significantly
increased because of the prior Htigation of the 2R3 patent on top of the prior prosecution.
{SOF 94 1-3). This additional complexity contributes to the need for an extension of time.

Patent Owner's counsel did not previously participate 1n any of the previous

Htigation proceedings involving the patent-at-issue {(8OF §
To prepare Patent Owner's response and satisty its Rule 11.18(b) and other
abhigations, i is necessary for counsel to coordinate with counsel who have represented
Patent Owner in other proceedings involving the "283 Patent, for review of what, if any,
Hitigation materials bear on the response to the Office Action and must be disclosed; to
determine pertinent positions taken and evidence; and to ensure consistency with positions.
Batent Owner's Hitigation counsel from whom this information and with whom this
coordination oyst be obtained has hmited availability due to other unavoidable obligations.

d The Potend Chner s Acivite To Date Flas Been Reasonable and Dilivent.

In addition to the diligence abready described above, an additional contributor to the
complexity 18 that patents related to the patent-at-issue have been the subject of extensive
Htigation in numerous previous district court filings, and counsel in the present reexam have
been analyzing these filings and underlying work and discussing the same with Patent
Owner and Patent Owner's other counsel, Despite these imitations, Patent Owner and iis
associated consultants bave already done significant work i connection with responding to

the OA, but it is respectiully submitted that more time is needed,

LA



I The Length Of The Extension Thar Patertt {hener Reguests Is Reasonable.

As already noted, Patent Owner requests two (2) months extension of time. This
extension is reasonable in the circumstances in lght of the need to prepare testimeny and
other evidence, imited avatfability, and the Office Action’s statements regarding extensions.

The MLPILP, states that a reasonable exdension of thme in third-party requested
reexaminations is “usually one month,” and that “requests for an extension of more than one
month in third party requested reexaminations will only be granted m extraordinary
situations.” MLPLEP. § 2265(V1), Such circumstances exist here, as shown above

It is further noted that MUP.EP. § 2265(V1) should be interpreted in ght of MP.EP,
§ 2265(VID), which suggests that “an additional two months™ 13 a reasonable extension of a
shortened statatory period for response of even a rejection made fingl, let alone a non-final
rejection presenting new rejections for the fust time. It theretore follows that & two month
exiension of such a peniod s at least as, i not more, regsonable for responding to an office

action presenting pew rejections. MUPEP. § 2265(VH) states (emphasis added):

In anv ex parfe reexamination proceeding, inclading third party reguested
reexaminations . . . | the filing of a tmely first ESPONSE 10 3 Sfinal rejection

having a short wed statutory period for response 18 construed as including a
request to extend the shortened statutory penod for an additional pee months,
but i noe case may the pertod for reyponse exgeed six months fom the date
of the final action,

To be sure, the rejections i the present Office Action are not wade final (OA at 1-2), 50
MUPEP. § 2265(V1) is not by its terms applicable to Patent Owner’s response to the present
Office Action or to the present request for extension. However, it remains the case that the
M.EEP. expressty contemplates a default construction of Patent Owner’s response to final
rejections m third party requested recxanminations as reguesting extension of the shortened
statutory period by two months,

It 1s furthor noted that Ywe canse™ extensions of time of two months, and for-cause
axtensions of additional wmonths, are available in patent owner requested or Divector ordered
ex parie reexaminations (MUPEP. § 2265(V)). While these provisions do not divectly apply
1o the present request, they strongly suggest that depending on the circomstances, a

reasonable time for extension may be signiticantly mwre than a single month.
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Patent Owner 15 sware of no basis for deeming @ two moath extension of a shortened
statutory period for response o an office action with new rejections fesy reasonable than
such an extension for response to an office action that merely makes final prior rejections.

For this additional reason, 1t is respectfully submitted that bwo months 13 reasonable.

CONCLUSION AND RELIEF REOQUESTED

Based on the foregoing, it is respectiully submitted that there 1s cause under 37
CLELRL § 1.550(e) for a two {2) month extension of time, extending the time pertod to at feast

Monday, Mareh 3, 2023, as March 1, 2025 fslls on a Saturday, for Patent Owner to prepare

ils respouse to the Office Action.
if the requested two-month period of extension is not found to be for a reasonable

time {vee MPEP.§ 2265V, an extension s respectfolly requested for a reasonable time.

Datey November 25, 2024 Respectfully submitted,

{ Kenoeth I Weatherwax /
Kenneth 1. Weatherwax (Reg. No. 54,528}
LOWENSTEIN & WEATHERWAX LLP
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